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DETAILED ACTION 

This action is responsive to communications: amendment, filed 15 February 2005, to 
the original application, filed 29 June 2001. 

The rejection of claims 13 and 33 under 35 U.S.C. 1 12, second paragraph, has been 
removed as necessitated by amendment. 

Claims 1-3, 5-10, 13, 15, 17-18, 22-24, 26-31, 33, 35, and 37-38 remain rejected under 
35 U.S.C. 102(e) as being anticipated by Hitchcock (U.S. Patent 6,345,278 B1). 

Claims 4, 19-21, 25, 39-41 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hitchcock (U.S. Patent 6,345,278 B1) and Turpin (U.S. Patent 
5,742,836). 

Claims 1 1 , 14, 32 and 34 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hitchcock (U.S. Patent 6,345,278 B1) and Bunnell (U.S. Patent 
6,192,405 B1). 

Claim 12 remains rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hitchcock (U.S. Patent 6,345,278 B1) and McCormick (U.S. Publication 2002/0120573 
A1). 
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Claims 16 and 36 remain rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hitchcock (U.S. Patent 6,345,278 B1)and Good (U.S. Patent 6,314,404 B1). 

Claims 1-41 are pending. Claims 1 and 22 are independent claims. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-3, 5-10, 13, 15, 17-18, 22-24, 26-31, 33, 35, and 37-38 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Hitchcock (U.S. Patent 6,345,278 B1). 

As per claims 1 and 22, Hitchcock discloses a form processing system and 
method which includes a database for storing a number of unpopulated form data. (See 
Hitchcock, Figure 1, element 26). This system and method also includes a server 
adapted to communicate with a number of reception devices, in the form of other 
computers. (See Hitchcock, Figure 1, element 16, and Column 3, lines 55-56). This 
system and method also includes a processing application connected to the database to 
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receive form-request data from a first one of a number of reception devices. The form- 
request data corresponds to a first unpopulated-form data. (See Hitchcock, Column 5, 
lines 21-26 and Column 6, lines 55-56). The processing application also provides the 
first unpopulated-form data to the first one of a number of reception devices, or 
computers. (See Hitchcock, Figures 9a-9c, and Column 5, lines 27-48). The 
processing appNcation also receives at least one field data from the first one of a 
number of reception devices, or computers, which corresponds to at least one field 
within the first unpopulated-form data. (See Hitchcock, Column 6, lines 57-60). The 
processing application also stores the at least one field data uncombined with the first 
unpopulated-form data in the database. (See Hitchcock, Column 6, lines 62-63). The 
processing application also generates a second populated-form data by populating at 
least one field within a second unpopulated-form data with the at least one field data. 
(See Hitchcock, Column 7, lines 18-28). The processing application also receives a 
form request from a second device, such as a particular institution, the form request 
corresponding to a second unpopulated form data (See Hitchcock, Figure 9A and 
Column 5, lines 28-36). The processing application provides the second unpopulated 
form data to the second reception device (See Hitchcock, Column 5, lines 30-33) and 
generates a second unpopulated form by populating at least one field within the second 
unpopulated form with the field data from the first reception device and at least one 
additional field within the second unpopulated-form data with the field data from the 
second reception device (See Hitchcock, Column 5, lines 36-45). The processing 
application also provides the second populated-form data to at least one of the number 
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of reception devices, or computers, wherein the at least one of a number of reception 
devices, or computers, is selected from a group consisting of the first one of the number 
of reception devices, or computers, the group of second reception devices, or any other 
one of a number of reception devices. (See Hitchcock, Column 7, lines 18-28, and 
Figure 1, element 28). 

As per claims 2 and 23, Hitchcock discloses that the first and second 
unpopulated-form data can be in PDF format. (See Hitchcock, Column 8, lines 28-33). 

As per claims 3 and 24, Hitchcock discloses that the form-request data also 
includes a first form-request data and a second form-request data, where the first form- 
request data corresponds to an unpopulated-form type, such as an application, and the 
second form-request data corresponds to the first unpopulated-form data. (See 
Hitchcock, Column 6, lines 55-57). 

As per claims 5 and 26, Hitchcock discloses that the at least one field data 
includes a social security number, which is included in the list of possible field data 
values included in claims 5 and 26. (See Hitchcock, Column 9, lines 32-33). 

As per claims 6 and 27, Hitchcock discloses that the processing application also 
receives submit data from the first one of a number of reception devices, or computers, 
before the processing application stores the at least one field data in the database. 
(See Hitchcock, Column 6, lines 57-60). 

As per claims 7 and 28, Hitchcock discloses that the processing application also 
receives field-identification data and form-request data from the at least one of a 
number of reception devices, or computers, and the field-identification data and form- 
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request data correspond to one of the at least one field data and the second 
unpopulated-form data, respectively. (See Hitchcock, Column 7, lines 18-21). 

As per claims 8 and 29, Hitchcock discloses that the field-identification data can 
be a social security number, which is included in the list of possible field data values 
included in claims 8 and 29. (See Hitchcock, Column 7, lines 29-31 , and Column 9, 
lines 32-33). 

As per claims 9 and 30, Hitchcock discloses that the processing application also 
generates a first populated-form data by populating the at least one field within the first 
unpopulated-form data with the at least one field data (See Hitchcock, Column 6, lines 
55-64), and provides the first populated-form data to the first one of a number of 
reception devices, or computers. (See Hitchcock, Column 7, lines 13-17). 

As per claims 10 and 31 , Hitchcock discloses that the processing application also 
receives distribution data from the first one of the number of reception devices, or 
computers, which corresponds to at least one other one of the reception devices, or 
computers. (See Hitchcock, Column 5, lines 7-20). The processing application also 
generates a first populated-form data by populating the at least one field within the first 
unpopulated-form data with the at least one field data. (See Hitchcock, Column 6, lines 
55-64). The processing application also provides the first populated-form data to the at 
least one other one of a number of reception devices, or computers. (See Hitchcock, 
Column 7, lines 13-17). 

As per claims 13 and 33, Hitchcock discloses that the processing application also 
provides a proof-of-service form to the at least one other one of the number of reception 
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devices, or computers, which satisfies legal requirements associated with the delivery of 
the unpopulated-form data populated with the at least one field data. This is 
accomplished through the delivery of a web page form displaying user account 
information. (See Hitchcock, Column 4, lines 54-63). 

As per claims 15 and 35, Hitchcock discloses that the processing application also 
receives user-account data from the at least one of a number of reception devices, or 
computers, which corresponds to a membership status of a user operating the at least 
one of a number of reception devices, or computers. (See Hitchcock, Column 12, lines 
34-48). 

As per claims 17 and 37, Hitchcock discloses that the processing application 
receives search-criteria data from the first one of a number of reception devices, or 
computers, which is used by the processing application to search for data stored in the 
database. (See Hitchcock, Column 16, lines 23-27). 

As per claims 18 and 38, Hitchcock discloses that the data can include 
unpopulated form data, such as address information, which is included in the list of 
possible values included in claims 17 and 37. (See Hitchcock, Column 16, lines 7-35). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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Claims 4, 19-21, 25, 39-41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hitchcock (U.S. Patent 6,345,278 B1 ) as applied to claims 1 , 3, 22, 
and 24 above, and further in view of Turpin (U.S. Patent 5,742,836). 

As per claims 4 and 25, Hitchcock discloses the limitations of claims 3 and 24 as 
described above. Hitchcock does not disclose expressly that the unpopulated-form type 
is selected from a list consisting of legal forms, medical forms, and vocational 
rehabilitation forms. Turpin discloses the inclusion of a medical information form. 
Hitchcock and Turpin are analogous art because they are from the same field of 
endeavor of processing electronic forms. At the time of the invention it would have 
been obvious to a person of ordinary skill in the art to include the medical information 
forms of Turpin with the unpopulated-form type of Hitchcock. The motivation for doing 
so would have been to provide the information necessary to complete additional 
electronic forms. (See Turpin, Column 17, lines 12-20). Therefore, it would have been 
obvious to combine Turpin with Hitchcock for the benefit of supplying downstream data 
to obtain the invention as specified in claims 4 and 25. 

As per claims 19 and 39, Hitchcock discloses the limitations of claims 1 and 22 
as described above. Hitchcock does not disclose expressly that the processing 
application receives calculation-request data and at least one new-field data from the at 
least one of a number of reception devices, or computers, which corresponds to at least 
one calculated value, calculates the calculated value using the at least one new-field 
data and provides the at least one calculated value to the at least one of a number of 
reception devices, or computers. Turpin discloses that a calculation is made using a 
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new value received by the processing application which is then transmitted to the client 
computers. (See Turpin, Column 2, lines 55-64, and Column 17, lines 8-26). Hitchcock 
and Turpin are analogous art because they are from the same field of endeavor of 
processing electronic forms. At the time of the invention it would have been obvious to 
a person of ordinary skill in the art to include the new-field data and subsequent 
calculation of Turpin with the processing application of Hitchcock. The motivation for 
doing so would have been to take into account and utilize the data entered into the form 
in the course of completing the form, thus saving time for the operator of the system. 
(See Turpin, Column 1, lines 66-67, and Column 2, lines 1-6). Therefore, it would have 
been obvious to combine Turpin with Hitchcock for the benefit of improved system 
efficiency to obtain the invention as described in claims 19 and 39. 

As per claims 20 and 40, Hitchcock discloses the limitations of claims 1 and 22 
as described above. Hitchcock does not disclose expressly that the processing 
application receives calculation-request data and field-identification data from the at 
least one of a number of reception devices, or computers, which correspond to at least 
one calculated value and one of at least one field data, respectively. Hitchcock also 
does not disclose expressly that the processing application calculates the at least one 
calculated value using the at least one field data linked with the one of the at least one 
field data, and provides the at least one calculated value to the at least one of the 
number of reception devices, or computers. Turpin discloses that the system receives 
the calculation request and field identification information and calculates a value. This 
value is further transmitted to a computer attached to the network. (See Turpin, Column 
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2, lines 55-64, and Column 17, lines 8-26. Hitchcock and Turpin are analogous art 
because they are from the same field of endeavor of processing electronic forms. At 
the time of the invention it would have been obvious to a person of ordinary skill in the 
art to include the calculation request, field identification data and subsequent calculation 
of Turpin with the processing application of Hitchcock. The motivation for doing so 
would have been to take into account and utilize the data entered into the form in the 
course of completing the form, thus saving time for the operator of the system. (See 
Turpin, Column 1, lines 66-67, and Column 2, lines 1-6). Therefore, it would have been 
obvious to combine Turpin with Hitchcock for the benefit of improved system efficiency 
to obtain the invention as described in claims 20 and 40. 

As per claims 21 and 41 , Hitchcock and Turpin disclose the limitations of claims 
19 and 40 as described above. Turpin also discloses that the processing application 
requests additional-field data where the at least one calculated value is calculated using 
the at least one field data linked with the one of the at least one field data and the 
additional-field data. (See Turpin, Column 2, lines 55-64, and Column 17, lines 8-26). 
Hitchcock and Turpin are analogous art because they are from the same field of 
endeavor of processing electronic forms. At the time of the invention it would have 
been obvious to a person of ordinary skill in the art to include the additional-field data of 
Turpin with the processing application of Hitchcock and Turpin. The motivation for 
doing so would have been to take into account and utilize the data entered into the form 
in the course of completing the form, thus saving time for the operator of the system. 
(See Turpin, Column 1, lines 66-67, and Column 2, lines 1-6). Therefore, it would have 
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been obvious to combine Turpin with Hitchcock for the benefit of improved system 
efficiency to obtain the invention as described in claims 21 and 41 . 

Claims 11, 14, 32 and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Hitchcock (U.S. Patent 6,345,278 B1) as applied to claims 10, 13, 31 , 
and 33 above, and further in view of Bunnell (U.S. Patent 6,192,405 B1). 

As per claims 1 1 and 32, Hitchcock discloses the limitations of claims 10 and 31 
as described above. Hitchcock does not disclose expressly that the first populated-form 
data is provided via email. Bunnell discloses that a Forms Processor Server delivers a 
populated form via e-mail. (See Bunnell, Column 13, lines 15-26). Hitchcock and 
Bunnell are analogous art because they are from the same field of endeavor of 
processing information electronically. At the time of the invention it would have been 
obvious to a person of ordinary skill in the art to combine the e-mail distribution of 
Bunnell with the system and method of Hitchcock. The motivation for doing so would 
have been provide for a means of tracking the success or failure of delivery of the form, 
using a response sent from the server also via e-mail. (See Bunnell, Column 13, lines 
26-29). Therefore, it would have been obvious to combine Bunnell with Hitchcock for 
the benefit of confirming the delivery of the form to obtain the invention as specified in 
claims 11 and 32. 

As per claims 14 and 34, Hitchcock discloses the limitations of claims 10 and 31 
as described above. Hitchcock does not disclose expressly that the proof-of-service 
form is provided via email. Bunnell discloses that a Forms Processor Server delivers a 
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form via e-mail. (See Bunnell, Column 13, lines 15-26). Hitchcock and Bunnell are 
analogous art because they are from the same field of endeavor of processing 
information electronically. At the time of the invention it would have been obvious to a 
person of ordinary skill in the art to combine the e-mail distribution of Bunnell with the 
proof-of-service form of Hitchcock. The motivation for doing so would have been 
provide for a means of tracking the success or failure of delivery of the form, using a 
response sent from the server also via e-mail. (See Bunnell, Column 13, lines 26-29). 
Therefore, it would have been obvious to combine Bunnell with Hitchcock for the benefit 
of confirming the delivery of the form to obtain the invention as specified in claims 14 
and 34. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hitchcock (U.S. Patent 6,345,278 B1) as applied to claim 10 above, and further in view 
of McCormick (U.S. Publication 2002/0120573 A1). 

As per claim 12, Hitchcock discloses the limitations of claim 10 as described 
above. Hitchcock does not disclose expressly that the at least one other one of a 
number of reception devices is a fax machine. McCormick discloses that an online form 
can be sent via a fax machine. (See McCormick, Page 11-12, paragraph 0234). 
Hitchcock and McCormick are analogous art because they are from the same field of 
endeavor of processing information electronically. At the time of the invention it would 
have been obvious to a person of ordinary skill in the art to combine the fax machine of 
McCormick with the system and method of Hitchcock. The motivation for doing so 
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would have been to provide a means of returning a signature to the sender. (See 
McCormick, Page 11-12, paragraph 0234). Therefore, it would have been obvious to 
combine McCormick with Hitchcock for the benefit of providing for the delivery of 
signature upon receipt of the form to obtain the invention as specified in claim 12. 

Claims 16 and 36 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Hitchcock (U.S. Patent 6,345,278 B1) as applied to claims land 22 above, and 
further in view of Good (U.S. Patent 6,314,404 B1 ). 

As per claims 16 and 36, Hitchcock discloses the limitations of claims 1 and 22 
as described above. Hitchcock does not disclose expressly that the processing 
application receives state-designation data from the first one of the number of reception 
devices, or computers, which is used by the processing application to provide the first 
one of the number of reception devices, or computers, with unpopulated-form data 
pertaining to a particular state. Good discloses that the data can be searched by state, 
thereby returning data applicable only to the state for which the user requested the data. 
(See Good, Column 6, lines 9-17 and lines 30-39). Hitchcock and Good are analogous 
art because they are from the same field of endeavor of processing information 
electronically. At the time of the invention it would have been obvious to a person of 
ordinary skill in the art to combine the state-specific information of Good with the system 
and method of Hitchcock. The motivation for doing so would have been to present the 
data in a geographically categorized manner for review by the requestor. (See Good, 
Column 6, lines 51-55). Therefore, it would have been obvious to combine Good with 
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Hitchcock for the benefit of improved data organization to obtain the invention as 
specified in claims 16 and 36. 

Response to Arguments 

Applicant's arguments filed 15 February 2005 have been fully considered but 
they are not persuasive. Hitchcock shows that the universal forms engine provides 
unpopulated forms that are subsequently populated by both institutions and applicants. 
The unpopulated forms are sent to the applicants and returned with the applicants' 
responses. Additionally, the forms are sent to various institutions for branding with the 
specific institutional logo or mark. As such, the flow of forms is multi-directional allowing 
for updates to a form by multiple sources (See Hitchcock, Column 1, lines 57-63, and 
Column 2, lines 35-49). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Newman (U.S. Patent 6,571 ,214 B2) discloses a medical practitioner 
credentialing system. 

• Messina (U.S. Patent 6,463,416 B1) discloses an authentication system 
for identification documents. 

• Kilman discloses an international collaborator based on virtual patient 
records. 
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• Ferratt discloses a study of knowledge sharing in information technology. 

• Ramirez discloses characterizations of medical information systems. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Laurie Ries whose telephone number is (571) 272-4095. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild, can be reached at (571) 272-4090. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For more 
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information about the PAIR system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the Electronic Business Center 
(EBC) at 866-217-9197 (toll-free). 
LR 
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